
UNiiED States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Oflice 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria. Vu^ginia 22313-I4S0 
www.uspto.gov 



APPLICATION NO. 



HLING DATE 



RRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONHRMATION NO. 



10/058,086 



01/29/2002 



Hiroshi Kumagai 



2292 7590 02/24/2004 

BIRCH STEWART KOLASCH & BIRCH 

PO BOX 747 

FALLS CHURCH, VA 22040-0747 



1794-0 1 47P 



2509 



EXAMINER 



GILL, ERIN M 



ART UNIT 



PAPER NUMBER 



2881 

DATE MAILED: 02/24/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO 90C (Rev 10/03) 





Application No. 


Applicant(s) 




Office Action Summary 


10/05o,0oo 


KUMAGAI ET AL 




nxaminor 


MiT unii 


(J 




ErirvMichael Gill 


2881 



- Th9 MAILING DATE of this communication appears on tha covarstiaet with the comspondane address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )I3 Responsive to cx)mmunication(s) filed on 10/24/03 . 
2a)n This action is FINAL. 2b)I3 This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 . 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-12 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) IE Claim(s) 1-8,10 and 12 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 13 Claim(s) 1-12 are subject to restriction and/or election requirement. 

Application Papers 

9) 13 The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 29 January 2002 is/are: a)l3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or(0. 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) [3 Notice of References Cited (PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) 13 Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mall Date i. 



4) Interview Summary (PTO-413) 
Paper No(s)/Mail Date. 8 . 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: . 



U.S. Patent and Tnademaric Office 

PTOL-326 (Rev. 1-04) 
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DETAILED ACTION 
Response to Arguments Regarding Election/Restrictions 

1 . The Office acknowledges that the restriction made by the previous examiner was in error 
as far as the reasons for distinctiveness. Please find the corrected restriction requirement below. 
The present application was examined based on the election made with traverse in applicant's 
reply to restriction requirement. 

2. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-8, 10 and 12, drawn to a method and apparatus for the laser cooling of 
atoms, classified in class 250, subclass 251. 

II. Claims 9 and 11, drawn to a coherent light source, classified in class 372, subclass 
18. 

The inventions are distinct, each from the other because of the following reasons: 

3. Inventions I and II are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require 
the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because the claims of group I broadly include a coherent Ught source, while the claims 
of group II teach a specific light source. The subcombination has separate utility such as using 
the coherent light source of group II in any manner of known uses where selecting a specific 
wavelength of coherent light is preferable. Because these inventions are distinct for the reasons 
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given above and have acquired a separate status in the art as shown by their different 
classification, restriction for examination purposes as indicated is proper. 



Specification 

4. A substitute specification including the claims is required pursuant to 37 CFR 1 .125(a) 
because of numerous grammatical in idiomatic errors. A substitute specification in proper 
idiomatic English and in compliance with 37 CFR 1.52(a) and (b) is required. The substitute 
specification filed must be accompanied by a statement that it contains no new matter, 

5. The title of the invention is not descriptive in light of the cancelled claims. A new title is 
required that is clearly indicative of the invention to which the claims are directed. The following 
title is suggested: "Method for Laser Cooling of Atoms and Apparatus Therefore." 

Claim Rejections - 35 USC§112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claims 1-8, 10, and 12 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
appUcant regards as the invention. The claims are generally narrative and indefinite, failing to 
conform with current U.S. practice. They appear to be a literal translation into English from a 
foreign document and are replete with grammatical and idiomatic errors. For example, claims 1, 
3, 4, 10, and 12 recite "for laser cooling of atoms for laser cooling atoms". 
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8. Where applicant acts as his or her own lexicographer to specifically define a term of a 
claim contrary to its ordinary meaning, the written description must clearly redefine the claim 
term and set forth the uncommon definition so as to put one reasonably skilled in the art on 
notice that the applicant intended to so redefine that claim term Process Control Corp. v. 
HydReclaim Corp., 190 F.3d 1350, 1357, 52 USPQ2d 1029, 1033 (Fed Cir. 1999). The term 
"magnetic subsidiary levels" in claims 1-8, 10 and 12 is used by the claim to mean "magnetic 
sublevels", while the accepted meaning of such a term would be "magnetic levels of secondary 
importance." The term is indefinite because the specification does not clearly redefine the term. 

9. A substitute specification filed under 37 CFR 1 .125(a) must only contain subject matter 
fi-om the original specification and any previously entered amendment under 37 CFR 1.121, If 
the substitute specification contains additional subject matter not of record, the substitute 
specification must be filed under 37 CFR 1 .125(b) and (c) 

Allowable Subject Matter 

1 . Claims 1-8, 10, and 12 would be allowable if rewritten or amended to overcome the 
rejection(s) under 35 U.S. C. 112, second paragraph, set forth in this Office action. 

2. Through applicants lexicon, independent claims 1, 3, 4 and 10 teach multiple polarized 
coherent light sources of a predetermined wavelength which are emitted sequentially to atoms in 
response to the atoms magnetic sublevels, said sublevels being the levels to which electrons 
within the atom are cooled. These features, in combination with the remaining limitations of the 
claims, are neither taught nor reasonably suggested in the prior art. Claims 2 and 5-8 would be 
allowable if rewritten to overcome the rejection(s) under 35 U.S. C. 112, second paragraph, set 
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forth in this Office action and to include all of the limitations in dependant or independent form, 
of the base claim and any intervening claims. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Erin-Michael Gill whose telephone number is 571-272-2471 . 
The examiner can normally be reached on M-F (8:30-5:00 EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John R. Lee can be reached on 571-272-2477. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Pubhc PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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